TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN J. EBELING |

Appeal No. 98-0430
Appl i cation 08/688, 1411

ON BRI EF

! Application for patent filed July 29, 1996. According

17

to appellant, the application is a continuation of Application

08/ 398, 000, filed March 3, 1995, abandoned; which is a divi-

sion of Application 08/ 059, 185, filed May 6, 1993, now U. S
Patent 5,421, 493, issued June 6, 1995.
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Bef ore COHEN, ABRAMS and FRANKFORT, Adm nistrative Patent
Judges.

COHEN, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner
to allow clains 9 through 12, as anmended subsequent to the
final rejection. These clains constitute all of the clains

remai ning in the application.?

Appel lant’ s invention pertains to a baseball or
soft- ball pocket form ng tool. An understanding of the
i nvention can be derived froma reading of exenplary claim9,
a copy of which appears in APPENDI X A of the reply brief

(Paper No. 15).

2 Based upon the explicit statenment in the answer (page 2)
that clainms 1 through 8 were canceled, it appears to us that
t he amendnent canceling clains 2 through 4, attached to the
mai n brief (Paper No. 13), was entered by the exam ner, al-
t hough no notation to that effect appears on the referenced
amendnent .
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As evi dence of obvi ousness, the exam ner has applied

t he docunents |isted bel ow

Schnase et al. (Schnase) 2,121, 989 June 28, 1938
Posey 4,454, 204 June 12, 1984
vl ker 554 Dec. 23, 1898

(Great Britain)

The follow ng rejections are before us for review

Clainms 9 through 12 stand rejected under 35 U. S. C.

8 103 as bei ng unpatentabl e over Wal ker in view of Schnase.

Clainms 9 through 12 stand rejected under 35 U. S. C

8§ 103 as bei ng unpatentabl e over Posey.

The full text of the examiner's rejections and
response to the argunent presented by appellant appears in the

answer (Paper No. 14), while the conplete statenent of appel-
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| ant’ s argunent can be found in the main and reply briefs

(Paper Nos. 13 and 15).°3

OPI NI ON
In reaching our conclusion on the obviousness issues

raised in this appeal, this panel of the board has carefully

consi dered appellant’s specification and clains, the applied

teachi ngs,* and the respective viewoints of appellant and

8 On Septenber 17, 1998, Craig R Feinberg, a Program and
Resource Adm nistrator at the Board of Patent Appeals and
Interferences, discussed an anendnent to claim9, filed wth
the reply brief, with the exam ner, and determ ned that the
exam ner entered this anendnent. Thus, we have assessed cl aim
9 as including this anendnent. The clerical entry of the
anendnent shoul d be made during any further prosecution before
t he exam ner.

4 1n our evaluation of the applied teachings, we have
consi dered all of the disclosure of each teaching for what it
woul d have fairly taught one of ordinary skill in the art.

See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the infer-
ences which one skilled in the art woul d reasonably have been
expected to draw fromthe disclosure. See In re Preda, 401
F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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the exam ner. As a consequence of our review, we nake the

det er m nati ons which foll ow.

The rejections based upon WAl ker _and Schnase

We reverse the rejection of clains 9 through 12
under 35 U.S.C. § 103 as bei ng unpatentabl e over Wal ker in

vi ew of Schnase.

Initially, we note that appellant’s independent
claim9 is drawn to a baseball or softball gl ove pocket form
ing tool nade froma material selected fromwood, plastic and
metal and com prising, inter alia, an enlarged head portion
havi ng an essen- tially spherical surface with a radius from

about 1 to 2 inches,

with the enlarged head portion of the tool being intended to

be pounded into a baseball or softball gl ove.
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As evi dence of obvi ousness, the exam ner relies upon

t he teachi ngs of Wal ker and Schnase.

The Wal ker patent addresses a constable s staff con-
sisting of a solid piece of indiarubber 14 inches |long. As
depicted in the sole drawing figure, an end of the staff has

an arcuat e appear ance.

The patent to Schnase teaches a conbi ned handle grip
and weapon. More specifically, the sleeve 12, that acts as a
knob on a conventional gear shift lever (Fig. 1), can be
renoved for use as a club or blackjack (Fig. 2). Wen used as
a club, the shaft portion 12 serves as a handle and the head
14 forms a striking nenber. The head 14 is forned of a sub-
stantially ball-shaped nenber 16 with a rubber coating 18

t her eon.

When we set aside what appellant has disclosed in

the present application, we find that the conbi ned teachi ngs
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of Wal ker and Schnase woul d not have, in particular, been

suggestive

of an article, a tool as clained, wherein an enl arged spheri -
cal head portion, intended to be pounded into a baseball or
softball glove, has a radius of fromabout 1 to 2 inches.
Sinply stated, the applied references are silent on particul ar
di mensi ons for any spherical end and, as we see it, provide no
notivation to effect a spherical end with a radius from about
1to 2 inches, as nowclained. Thus, the rejection is re-

ver sed.

The rejection based upon Posey

We reverse the rejection of clainms 9 through 12

under 35 U. S.C. 8 103 as bei ng unpatentabl e over Posey.

Consi dering again the content of claim1, and set-
ting aside appellant’s disclosure, it is at once apparent to
us that the tool for pounding, now clainmed, would not have

been suggested by the conbi ned bank for coins and noi semaker
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of Posey, keeping in mnd that the clainmed tool includes an
enl ar ged spheri cal head portion with the head portion being
of a radius of fromabout 1 to 2 inches and being intended to
be pounded into a baseball or softball glove. W perceive no
reasonabl e basis in the Posey patent that woul d have notivated
one of ordinary skill in the art to configure a ball design,
as taught by Posey, with the particul ar radius range of from
about 1 to 2 inches, nowclained. It follows that this rejec-

tion nmust be reversed.

At this juncture, we nake note of the declaration of
John J. Ebeling Il, a copy of which is appended to the main
brief. As to the content thereof, we point out that the
cl ai ms on appeal are not commensurate with declarant’s indica-
tion (paragraph 9) that to make a suitabl e pocket the dianeter

of the tool head “nust be at |east 2 inches.”

REMAND TO THE EXAM NER

We remand this application to the exanm ner to con-

sider the clainmed subject matter relative to arts addressing
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hand tools that work material by pounding. One such art is
the pestle art.
The patent to Maris (U. S. Patent No. 278,575, issued May 29,

1883), a copy of which is attached to this opinion, is exem

pl ary.

In summary, this panel of the board has:

reversed the rejection of clainms 9 through 12 under
35 U.S.C. § 103 as bei ng unpatentable over Wal ker in view of
Schnase; and

reversed the rejection of clainms 9 through 12 under

35 U.S.C. 8 103 as bei ng unpatentabl e over Posey.

Additionally, we have remanded the application to

the exam ner for consideration of arts addressing hand tools

that work material by poundi ng.

The deci sion of the examner is reversed.
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REVERSED AND RENMANDED

| RWN CHARLES CCHEN
Adm ni strative Patent Judge

N N N N

BOARD OF
PATENT
NEAL E. ABRAMS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFER-
ENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

N N N N
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Henry W Cunmm ngs
3313 W Adans Street
St. Charles, MO 63301
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